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US Serial No. 1 0/551 ,096. Docket number: Our ref : 1 1 875US 

REMARKS 

Claims 16 and 27 have been amended. Claims 16-27 are pending. 
In the recent most Office action, The Examiner has objected to both Claim 16. 
Claim 27 was rejected under 35 U.S.C. 112, second paragraph as failing to particularly 
point out and distinctly claim the invention. Claims 16-25 have been rejected under 35 
U.S.C. 103(a) as unpatentable over Anderson (US 5,624,213) in view of Despres 
(US6.641 ,338). Claim 26 has rejected under 35 U.S.C. 103(a) as unpatentable over 
Thauesen (US 5,967,709) in view of Despres (US 6,641,338). Claim 27 has rejected 
under 35 U.S.C. 103(a) as unpatentable over Thauesen (US 5,967,709) in view of 
Despres (US 6,641,338). 

Applicant herewith submits modifications to the claims in accordance with 
suggestions and directions provided by the Examiner which are believed to address 
each of the objections and rejections raised. Applicant, respectfully, traverses all 
grounds of rejection to the extent they are applied to the currently pending claims for 
the reasons which follow as well as explanations for the modifications to the claims 
and needed to address the objections raised. 
Objections to Claims: 

Claim 16 has been amended to more clearly define the invention, as shown in 
the listing of the currently pending claims. 
Rejection under 35 U.S.C. 112. se cond paragraph; 

The Examiner had rejected claim 27 as failing to particularly point out and 
distinctly claiming the invention. Applicant has amended the claim as suggested by 
the Examiner and that this rejection is now avoided. 
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Rejections under 35 USC 103(a): 

The rejection of claim 16: 

At pages 3-4 of the Office action of May 15, 2008, the Examiner has set forth the 
basis for rejection of claim 5 as being unpatentable over Anderson ('21 3) when taken 
in view of Despres (6641 338). 

As previously noted, the Examiner acknowledges that Anderson ('213) does not 

teach a hole saw boss having a first and second portions with diameters in a stepped 

down configuration. However, the Examiner cites Despres ('338) as showing a hole 

saw boss having a first and second portions with diameters in a stepped down 

configuration- The Examiner concludes that "it would have been obvious to one of 

ordinary skill in the art to modify the hole saw boss of Anderson 213 to include a 

stepped down boss configuration as taught by Despres '338 to accommodate different 

sized attachment bore sizes exhibited on commonly constructed hole saws with 

various cutting diameters." 

As mentioned in the response to the Previous Office Action, applicant would 
note that claim 16 includes the limitation relating to saw boss wherein "said second 
threaded member being of a stepped down diameter to accommodate a hole saw 
having a threaded bore diameter smaller than the first hole saw" requires not only a step 
down arrangement but also requires that both portions be threaded. Neither Anderson 
or Despres teach or disclose such an arrangement which is threaded to accommodate 
two separate saw blades. It does not readily appear, therefore that a person skilled in 
the art would necessarily have arrived at the presently claimed invention, simply by 
combining the Anderson and the Despres documents. Neither of these patents involve 
the use of a threaded member of stepped down cross sectional size for accommodating 
two hole saws of different diameter at any one time in a simple and effective manner. It 
is indeed this feature which makes the invention useful in the problem specified, that is, 
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enlarging existing holes in a workpiece. 

Even though the Despres patent teaches the possibility of mounting differently 
shaped hole saws to the arbor, it is intended that only one hole saw be fixed thereto at 
once. The patent appears to relate specifically to a means of removing portions of 
workpiece from within the hole saw cup after use. This does not appear possible when 
two hole saws are fitted to the drill at any one time. The Anderson patent does teach the 
use of two hole saws, however, it does not include the stepped down threaded portion 
diameter as claimed and is therefore again, irrelevant. On this basis, we submit that 
none of the patents, when taken alone or in combination, preclude the present invention 
of novelty or inventive step. 

Furthermore, the Despres patent requires hole saw cups that are manufactured 
specifically for that product so that they may be lockingly engaged by the front or rear 
boss of the hole saw arbor holder The patent discloses a distinct locking mechanism 
between the hole saw cups and the arbor involving transverse grooves. It is not readily 
apparent that it would even be possible to modify the device of Anderson using a 
portion from Despres in a manner likely to provide a working saw boss, and definitely 
not in a manner to arrive at the claimed invention. Therefore overall, the Despres 
patent discloses a quite complex and what looks to be an expensive hole saw locking 
apparatus. In contrast, the hole saw boss of the present invention avoids such complex 
designs in that it utilizes threaded portions which are sized and configured to 
accommodate commonly available hole saw threaded bores. In particular, the hole saw 
boss is able to accommodate hole saw cups which are currently available on the market 
and configured to be fitted to conventional hole saw bosses. This provides a useful 
result in that consumers are not required to spend additional money on purpose built 
hole saw cups. 

Again, Applicant requests reconsideration of this rejection, for the following 
reasons: 

1 . There is no justification, in Anderson and Despres or in any other prior 
art separate from the Applicant's disclosure, which suggest that these 
references be combined, much less combined in the manner proposed. 
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2 Even if Anderson and Despres were to be combined in the manner 

proposed, the proposed combination would not show all of the novel 
physical features of Claim 16 as amended. 

3. These novel physical features of Claim 16 produce new and 

unexpected results and hence are unobvious not patentable over these 
references. 

Rejection of claim 26: 

At page 4 of the Office action of May 15, 2008, the Examiner has set forth the 
reasoning and basis for rejecting claim 26 under 35 U.S.C. 103(a) as unpatentable over 
Thuesen (US5967709) in view of Despres (US6641338). Again, the Examiner has not 
given any acceptable reason in the Office action to support the proposed combination. 
As previously mentioned in the response to the Office Action, the fact that the cited 
references teach some elements of the inventions is not sufficient to gratuitously and 
selectively suggest that the one would be led to substitute parts of one reference for a 
part of another reference in order to meet applicants' novel claimed combination. 

The references relied upon fail to provide an adequate basis in evidence to 
support the Examiner's initial conclusion of obviousness. In short there must be more 
than merely establishing that the individual components exist in the prior art. There 
must be something, found in the prior art which would have suggested, led or motivated 
one skilled in this art to bring those individual components together in the manner 
presently claimed. The present rejection lacks this aspect. 

Again, Applicant requests reconsideration of this rejection, for the following 
reasons: 

1 . There is no justification, in Thuesen and Despres or in any other prior art 
separate from the Applicant's disclosure, which suggest that these references 
be combined, much less combined in the manner proposed. 

2. Even if Anderson and Despres were to be combined in the manner 
proposed, the proposed combination would not show all of the novel physical 
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faaturo«» et Claim 26* as amonaod . 
3,. The*»e novel physical featuroa of Claim 26 produce new and ».j noxpoctoci 

r«ai.jltn end hnnoa are unobvlouo not patentable over these r«To re n co a . 

Appllnanta nsopectfully request. If trio daima ere again rejected upon any 
r.ombination of references, that the E xct m i n e r include ran oxpio nerion . in aocerdo nee wltn 
l\/».l=».l=. I=», S . 02 . Ex parte Cirapp. 2 "7 L-f.S.F^.Q. < l=».o . fc3.A. T&e5). end Ex parto 

i <-,\>«n 0 r>ort. nupra. s "factual basio to support hie conclusion triot would neve been 
obvious" to maKe tne oonr» blnation . 

rVeJe-ctlon of claim SET: 

At pc»a«» S of tne Offloa action of Mny t S. POOB. tne Examiner has sot forth 
the reasoning end basis for rojoctlng claim under 3o l_l Si CI. "1 03<a) as unpatentable 

over Thv^ooon < U Se0«-^"700> In vl«w of Despres (US66ai330). A Q alr». the Examiner has 
no* cjivon c» n v acooptable reason in the Office action to support the proposed 
combination. >Vs p reviou sly mentioned in the response to the OfTicie Action, the feet that 
the cited references toach some elements of the Inventions Is not sufficient to 
gratuitously end selectively suggest that the one would be led tn substitute parts of one 
reference for a pert of a n otbor rofo ren ce in order to meet applicants' novel claimed 
combination. 

The references relied upon -Tail to pwvide en adeouate basis in eviden ce to 
support the Examiner's Initial conclusion of obviousness. I n short there must be more 
then merely establishing that the individual components exist in the prior art. There 
must be something, found in the prior art which would have suggested, led or motivated 
one skilled in this art to bring thoee individual components together in the rr*Btw-»w~%&r 
presently claimed- The present rej ect ion lacks this aspect. 

■Again. Applicant reouests reconsideration of this rejection . for the following 



3. There Is no Justification . In Thuesen end Despi «as or In any other prl 
separate from the A.ppllcent*a disclosure, which suggest thet these 
be como Ined . much less oorribined in the manner pn=»posed. 



l=ven if -Ande rc»o«-» end e s p re s wor^ to be combined in the n-i=»r~. r-»or 

proposed. the proposed combination would not shew all of the novel physical 
feetures nf Claim es «»menOed . 

3. ~l~l • *=*«- e novel physical features of Cleilm 27- produce new and unexpected 

results end hence ere unobvious not patentable over these references. 

AppllceiiLs • *^speol.ru lly request. if the claims are again rejected upon any 
combination of referenced . that (.he Cxaminei include en explanation. In accordance with 
M.t=* & TO«.0:Z. Ex parte Ciwpp. 22"7- LJ.S.r>.Q. Q~r^> C »=*-<=>- Ei.A. i©e5>. and Ex parte 

l_evengood. supra, a "Tactual basis to support his conclusion that would have been, 
obvious" lo nituKe Lite combination. 

The applicant would I il-t« Lo bring Lite ulLoriUon of trie examiner that In determining 
II iu differences b^Btween the prior art and the claims, the o,uestlon under 3 5 U . S . <^ . 1 03 
Is ilpl wlnaihtsr ttica differences themselves would have been obvious, but vk^hether the 
claii-ned In ven tion as e whole -would have oeen obvious. -A** nienliuiiwd above, none o r 
i-eferenoes cited by tl le Examiner elor ■■=» u« in cor » >bir « a tior • wuuld have made Lite vw-hole 
invention obvious over the prior art. The Supreme Court's decision in KS f^C 

I ntemallonsl . Oo. v. Teleriex. I no. . et al.. ooO U.S.(200"7) requli'WS that en Exan-viner 
provide "so»~ne articulated i-eaaoning with sonie rationale u nderpln n »ng to support the 
legal conclusion of obviuusr (KSR Opinion at p. 1 -»>. A. • Exan^ine* rnust "Identify a 

reason thet would have pronipted a person of ordinary ekill in the relevant field to 
combine the elements in the way the claimed new invention does.." (K3R Opinion at p. 
1 S>. Anu. the Exari riner nrust «-nake "explicit" this rationale of "the apparent reason to 
combine the known elements in the fashion claimed." including e detailed explanation of 
"the effects, of demands Known to the design comn-»unity or present in the market piece" 
and "the background xnowwledge possessed by a person having ordinary akill in the ort." 
(KSR Opinion et p. "■-*>. Anytbino less than such an explicit analysis may not be 
sufficient to support a prime facie case of obviousness.- In .January 2006 EZ*t=* A.I decision 
entitled In re Weda and Murphy reversed a S "1 03 rejection because the Cxo rr,iri«t did 



expressly recited features of the pending Independent end dependent claims. Under the 
Office's policy of compact prosecution, each claim should be revlo-wod for compliance 
with every statutory t eojuirement for patentability in the Initial review of the application. 
fryiPEt=» S-7-0-7- . 0"7"<g>>. It is submitted thet tho present eppl iootion Is not oufficlontly 
I n To rrriMl. does not present an undue multiplicity Of claims. or exhibit a misjoinder of 
Inventions, so as to reasonably preclude a complete action on the merits. Thus, it is 
subntltted thet the Office's failure constitutes a failure to expeditiously provide the 
information necessary to resolve issues related to patentability that prevents the 
.Applicant from. for- example. presenting appropriate patentability arguments a nd-Zor 
rebuttal evidence. <=3oo The Official Gazotto Notice of ivicvomber -7. 2003). Additionally, 
it is submitted that the Office's failure needlessly encourages piecemeal prosecution, 
which is to be avoided as much as possible. <^ MPl =p S~?'07 , .07<g>>. .Accordingly, in the 
event that the Office maintains tho rejection of any of the indo p»nd«»nt and/or 
dependent claims. Applicant respectfully reeuests. in the interests of compact 
prosecution, that the Office apply art agelnst each feature of each rejected independent 
and dependent claims, on tne reeerd . and with specificity Sufficient to support a primia 
-facie case of obviousness. 

The mere fact that references can be combined or modified does not render Lire 
resultant combination obvious un loss the prior art also suggests the desirability of" the 
combination. /r> na /VT/XAsr. *=* 1 u f=_:Zd 1 O USRQ2d ~t -*30 (Fed. Clr. t &&oy . 

It io well Kncwn that In order for any p n e r— ca rt references themselves to be validly 
combined for use In a prior-art 5 1 03 rejection, fne referencea f/-»em^e^ve^r <or some 
other prior- ort) must suggest that they be combined. E.g.. as was stated in In re 
SerneKer. SS 1 "7 «_J.@.P>.0. 1. O <0 -A. 1=^- C= . lOS3> = 

"IP]rlor art references in combination do not make an Invention obvious unless 
something in tho prior art references would suggest the advantages to be derived from 
combining their teachings." That the suggestion to combine the references should not 
come from applicant vwas forcefully stated in CZtrthopedic l=«-| ulpmant Co. v. United States 
. 2 1 -5r t_J .S.f=>.0. . 1 03 . IOO C<= -A. F="-0 . "I083>: 

"It io -wrong to use -the patent In suit fhere tho patent application! as a guide through the 
rrioxo of prior art references, combining the r-ight references In the right w«=*y to achieve 
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